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Page 5
·1· · · · · · · · · · · ·LIONEL BENTLY, sworn
·2· · · · · · · · · · Examination by MR. MOSKIN:
·3· ·BY MR. MOSKIN:
·4· ·Q.· Would you please state your full name and address for
·5· · · ·the record.
·6· ·A.· My name is Lionel Alexander Fiennes Bently.· My address
·7· · · ·is 18 Romsey Road, Cambridge, postcode CB1 3DD.
·8· ·Q.· Have you ever been deposed before?
·9· ·A.· I have, yes.
10· ·Q.· And can you explain when that was?
11· ·A.· That was in a case called Golan v Gonzales, which was
12· · · ·a constitutional challenge to the Uruguay Round
13· · · ·Agreements Act, and I gave evidence for the defendant on
14· · · ·the history of the implementation of Article 18 of the
15· · · ·Berne Convention, which allows members of the Berne
16· · · ·Union to set certain limitations on the -- the
17· · · ·implementation of retroactivity in copyright, and the
18· · · ·case went to the Supreme Court, and I just gave evidence
19· · · ·at first instance, and I was deposed in Cambridge by the
20· · · ·Department of Justice, US Department of Justice.
21· ·Q.· Okay.· You -- so you probably understand very generally
22· · · ·the mechanics of how the deposition works:· That we
23· · · ·shouldn't speak over one another; if there's anything
24· · · ·I ask you you don't understand, please let me know, and
25· · · ·I will be happy to try to reframe it; if you need to

Page 6
·1· · · ·take a break at any point, as long as a question is not
·2· · · ·pending, I'm happy to oblige, more or less.
·3· · · · · ·Is there any reason -- are you suffering from any
·4· · · ·disability, taking medication or anything that would
·5· · · ·impair your ability to give full and accurate answers
·6· · · ·today?
·7· ·A.· No.
·8· ·Q.· Have you -- other than the one case, the Golan v
·9· · · ·Gonzalez, have you ever been qualified as an expert
10· · · ·witness in a proceeding in the United States?
11· ·A.· I'm -- I'm qualified as an expert witness.· I'm not
12· · · ·quite sure what you mean.
13· ·Q.· Have you -- well, explain the one instance, or whatever
14· · · ·instance you have in mind, and I'll --
15· ·A.· Okay.· So I've also given expert testimony in a second
16· · · ·case, called Explorologist v Sapient, which was expert
17· · · ·evidence on UK law concerning the place where a making
18· · · ·available of the copyright work took place, where the
19· · · ·work was created and put on a server in the United
20· · · ·States but could be accessed from the UK.· And the
21· · · ·question was whether that was a making available in the
22· · · ·UK.
23· ·Q.· Okay.
24· ·A.· And that was settled, so that's why I didn't understand
25· · · ·your -- the "qualifying" bit.

Page 7
·1· ·Q.· I see.· Was there any question or any challenge made to
·2· · · ·your status as expert in either the Golan case or the --
·3· · · ·I may not get the name right -- the Explorologist --
·4· ·A.· Explorologist, yeah.· Not in Explorologist, because
·5· · · ·there was no deposition and no examination of any sort
·6· · · ·from the other side of my testimony.
·7· · · · · ·In the Golan case, the Department of Justice's
·8· · · ·counsel asked some questions about why I considered
·9· · · ·myself to be an expert -- you know, early on in the
10· · · ·deposition process.
11· ·Q.· Okay.· And to your knowledge, or do you have any
12· · · ·knowledge whether a challenge was ever made in court?
13· ·A.· No, not as far as I'm aware.
14· ·Q.· Okay.· Did you actually testify in court in either of
15· · · ·those cases in the US?
16· ·A.· No.
17· ·Q.· Have you ever been retained as an expert in a proceeding
18· · · ·in the United Kingdom or elsewhere?
19· ·A.· Well, United Kingdom courts regard UK law, which is my
20· · · ·field of expertise, as a matter that's known to the
21· · · ·court, so they wouldn't admit expert evidence on UK law.
22· · · · · ·So the answer to the first part is no, not in
23· · · ·the UK.· I have given expert reports in cases or in
24· · · ·relation to disputes in Canada, Brazil, and -- I don't
25· · · ·know whether it was a dispute, but also for firms in

Page 8
·1· · · ·Germany and the Netherlands.
·2· ·Q.· And on what subjects?
·3· ·A.· Okay, so -- the Brazilian and Canadian expertise was in
·4· · · ·relation to the law of patents.· The Canadian case,
·5· · · ·I was giving expert evidence for the plaintiff in
·6· · · ·relation to a challenge to the Canadian law that then --
·7· · · ·I think still does -- allow the government to set the
·8· · · ·price of pharmaceuticals under certain licensing
·9· · · ·regimes.
10· · · · · ·In the Brazilian case, it related to the invalidity
11· · · ·of -- or the effect of the grant of a European patent on
12· · · ·a previously-applied-for UK patent, and that had
13· · · ·implications for what was going on in Brazil.
14· · · · · ·The Dutch case was -- concerned personality rights
15· · · ·in relation to footballers, and merchandising of
16· · · ·football-related materials.
17· ·Q.· Mm-hmm?
18· ·A.· And the German case concerned a new technology that
19· · · ·would allow for certain sorts of recording of broadcast
20· · · ·programs, such that the user would be able to just see
21· · · ·the highlights of the program.· So it was essentially --
22· · · ·the recording mechanism was sensitive to the sound, so
23· · · ·when the crowd cheered, it would record that bit and not
24· · · ·the bit where the crowd wasn't cheering, so that
25· · · ·somebody would be able just to watch the highlights.
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Page 45
·1· · · ·originality -- excuse me, not 21; referring to
·2· · · ·paragraph 20 on the issue of originality.
·3· ·A.· Mm-hmm.
·4· ·Q.· Your -- strike that question.· I'll come back to it
·5· · · ·later.
·6· · · · · ·Now, on the question of subsistence of copyright --
·7· · · ·and I think, as you noted earlier, you state in
·8· · · ·paragraph 22 that the plaintiffs' expert report at no
·9· · · ·stages broaches the question of subsistence of
10· · · ·copyright; is that right?
11· ·A.· That's right, yeah.
12· ·Q.· So you would agree that your report is not -- does not
13· · · ·operate as rebuttal to anything that Mr. Bloch or
14· · · ·Mr. Bor said -- Dr. Bor said on that question, on this
15· · · ·issue?
16· ·MS. HICKS:· Objection.· Lacks foundation.
17· ·A.· It's certainly true that their report says nothing about
18· · · ·the question of subsistence of copyright.
19· ·BY MR. MOSKIN:
20· ·Q.· So again, you're not rebutting anything they've said on
21· · · ·subsistence of copyright?
22· ·MS. HICKS:· Same objection.
23· ·A.· I'm not contradicting anything, but I am highlighting an
24· · · ·issue that I thought was relevant to the case and that
25· · · ·had been omitted from the report.

Page 46
·1· ·BY MR. MOSKIN:
·2· ·Q.· And -- but just --
·3· · · · · ·Can you read that back.
·4· · · · · · · · · · · · · (Record read.)
·5· ·BY MR. MOSKIN:
·6· ·Q.· So you're raising a new issue that was just not raised
·7· · · ·by Mr. Bloch and Dr. Bor?
·8· ·MS. HICKS:· Objection.· Mischaracterizes the testimony.
·9· ·A.· The issue was not raised by Mr. Bloch and Dr. Bor.· I'm
10· · · ·sorry; I realize now that I'd not been giving him his
11· · · ·correct title earlier on.
12· · · · · ·But my understanding of what an expert in these
13· · · ·circumstances is asked to do is to provide relevant
14· · · ·information of the -- in their field of expertise to the
15· · · ·court.· And I discussed with counsel whether this was
16· · · ·relevant and should be included, and we concluded that
17· · · ·it was and should be.
18· ·BY MR. MOSKIN:
19· ·Q.· What did you -- what was the nature of that discussion?
20· ·A.· Well, I referred to it earlier, and I don't recall
21· · · ·whether it was me who raised it or whether it was Tom
22· · · ·Kearney who raised it, but I wanted certainly to know
23· · · ·whether it should be included.· And we determined in
24· · · ·a phone call that it should, for the reasons that I just
25· · · ·gave.

Page 47
·1· ·Q.· And what's the basis for your understanding that an
·2· · · ·expert should address any issue that is generally
·3· · · ·relevant?
·4· ·A.· My understanding is that the expert owes a duty to the
·5· · · ·court to present the court with -- with material that
·6· · · ·the expert thinks is important for deciding the case.
·7· · · ·So the primary job I had was to provide a rebuttal
·8· · · ·report; but given this omission, I would have thought it
·9· · · ·would have been highly remiss of me not to raise this
10· · · ·issue.
11· ·Q.· Did somebody tell you that that's a duty that an expert
12· · · ·has in a US court?
13· ·A.· Well, I make a declaration at the beginning, I think,
14· · · ·about my understanding.· My duties to provide expert
15· · · ·evidence "overrides my duty to those instructing me,
16· · · ·that I have understood this duty and complied with it in
17· · · ·giving my evidence impartially and objectively..."
18· · · ·et cetera .
19· ·Q.· My question is:· Did anybody tell you that that's a duty
20· · · ·to provide this sort of additional commentary?
21· ·A.· No, I don't think so.
22· ·Q.· Okay.
23· · · · · ·You say here that it's your understanding that
24· · · ·application of United States law is dependent on prior
25· · · ·recognition that copyright subsists under UK law.

Page 48
·1· · · ·What's the basis for that understanding?
·2· ·A.· I think the basis for that understanding is my
·3· · · ·discussion with Tom Kearney --
·4· ·Q.· And did --
·5· ·A.· -- when I -- when we had this discussion about whether
·6· · · ·this section was relevant and was something that the
·7· · · ·court would want or need to know.
·8· ·Q.· And what did he tell you?
·9· ·A.· I think he told me precisely that, that -- and what
10· · · ·I said earlier in relation to the private international
11· · · ·law of the US, that in this case, UK law is relevant as
12· · · ·regards subsistence and ownership, but that US law
13· · · ·becomes relevant to determine infringement.
14· · · · · ·This would not be the private international law of
15· · · ·copyright in the UK, so I am -- was relying for that
16· · · ·assumption on what I was told by counsel.
17· ·MR. MOSKIN:· Can you read that back.
18· · · · · · · · · · · · · (Record read.)
19· ·BY MR. MOSKIN:
20· ·Q.· Okay.· Again, did he tell you anything specific as to
21· · · ·why he thought UK law would be relevant --
22· ·MS. HICKS:· Objection.
23· ·BY MR. MOSKIN:
24· ·Q.· -- on subsistence?
25· ·MS. HICKS:· I'm going to instruct you not to answer.
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Page 49
·1· · · · · ·I'm objecting as a privileged conversation.
·2· ·MR. MOSKIN:· That goes to the very heart of what he wrote in
·3· · · ·a third of his report, and he doesn't express any reason
·4· · · ·why he's opining on this subject in the report.
·5· ·MS. HICKS:· Well, he's identified it as an assumption that
·6· · · ·he was given; but asking why Tom Kearney thought it was
·7· · · ·the way it was is invading privilege.
·8· ·BY MR. MOSKIN:
·9· ·Q.· Do you accept your counsel's advice not to answer?
10· ·A.· Yes, I guess.
11· ·Q.· Okay.· Did you -- have you done any independent research
12· · · ·of your own to determine whether US law would apply or
13· · · ·UK law would apply on the issue of subsistence of
14· · · ·copyright?
15· ·A.· No.
16· · · · · ·I have in the back of my mind a case, of a name
17· · · ·which I can't remember, concerning photographs, where an
18· · · ·action was brought in a -- in the Second Circuit,
19· · · ·I think.· And the judge, who I recollect was
20· · · ·Judge Kaplan, referred to the UK law of originality when
21· · · ·assessing -- assessing whether the photographs were
22· · · ·protected for the purposes of US law.· It's called
23· · · ·Black -- I can't remember what it's called, I'm afraid,
24· · · ·right now.
25· · · · · ·But, you know, that wasn't an assumption on which

Page 50
·1· · · ·I was working, I just sort of ...
·2· ·Q.· Are you referring to Bridgeman Art v Corel Corp?
·3· ·A.· That is the case that I -- that I have in the back of my
·4· · · ·mind as confirming the assumption I was given.
·5· ·Q.· Okay.· Any other basis for your assumption as to which
·6· · · ·law would govern on the question of subsistence?
·7· ·A.· No.
·8· ·Q.· Okay.· Now, in assessing, as you do in your report, the
·9· · · ·issue of subsistence of copyright in Games Workshop's
10· · · ·miniatures or figures, I think you carve out those
11· · · ·miniatures from other types of works at issue here.· And
12· · · ·I'm referring you to paragraph 29.
13· · · · · ·You would agree, I think, that illustrations,
14· · · ·paintings and drawings are subject matter as to which
15· · · ·you don't question the issue of subsistence of
16· · · ·copyright?
17· ·A.· Yeah, that's absolutely right.· And the literary works
18· · · ·as well.· I don't know whether I mentioned them there,
19· · · ·but ...
20· ·Q.· Thank you.· You've answered my next question.
21· ·A.· Okay.
22· ·Q.· And what is the -- the basis, the legal basis under
23· · · ·English law to question the subsistence of copyright in
24· · · ·the figurines?· Is there a statutory basis?
25· ·A.· Yes.· So in order to be protected under UK law, you --

Page 51
·1· · · ·a work has to fall within one of the listed categories,
·2· · · ·and it's -- so it's an exhaustive list.
·3· · · · · ·For artistic works, that list is in section 4 of the
·4· · · ·1988 Act, which I set out at paragraph 27.· And you see
·5· · · ·in section 4.1, there's graphic works, photographs,
·6· · · ·sculptures or collages.· And so the question in relation
·7· · · ·to the figurines is just one question, and certainly the
·8· · · ·most pertinent question is whether the figurines
·9· · · ·constitute sculptures for the purposes of UK law.
10· ·Q.· And is there some other basis under UK law, statutory
11· · · ·or -- a statutory basis under UK law for questioning
12· · · ·whether figurines would be sculptures?
13· ·A.· Sorry, could you repeat that question?
14· · · · · · · · · · · · · (Record read.)
15· ·A.· So no, if I understand your question, the question then
16· · · ·of what is a sculpture, it has been elaborated in the
17· · · ·case law.· There is a statutory definition that says
18· · · ·sculpture includes a cast or model made for the purposes
19· · · ·of sculpture; but that don't really take you very far,
20· · · ·because it clearly has sculpture as part of its vision.
21· · · ·So the definition of what is a sculpture is one the
22· · · ·courts have provided guidance on.
23· · · · · ·Is that an answer?
24· ·Q.· Is there -- are there any statutory provisions that bear
25· · · ·on whether Games Workshop's figurines would be

Page 52
·1· · · ·considered sculptures under copyright law?
·2· ·A.· Not -- well, not specific ones within -- as I've told
·3· · · ·you, the rest of the question is a matter of case law.
·4· · · · · ·One thing that the case law indicates is pertinent
·5· · · ·is the fact that there are other statutory regimes for
·6· · · ·protecting registered designs and unregistered designs.
·7· · · ·And one of the things that the Supreme Court says in the
·8· · · ·Lucasfilm case is that the existence of those regimes
·9· · · ·means that, 1, courts should not stretch the definition
10· · · ·of a sculpture beyond its ordinary meaning, because to
11· · · ·do so would implicate the policies of those other
12· · · ·statutory regimes.
13· · · · · ·So, for example, with a -- well, with a Games
14· · · ·Workshop figurine, or at least the sort of thing that
15· · · ·I saw, like the space --
16· ·Q.· Space marine?
17· ·A.· -- space marine, it would be possible to register
18· · · ·a space marine as a registered design, or to claim
19· · · ·unregistered design right protection in it, potentially.
20· · · · · ·And I guess one of the key things that the Supreme
21· · · ·Court is saying is for that reason, one wouldn't need to
22· · · ·stretch the notion of sculpture to cover it, unless they
23· · · ·fell within the normal definition of the word
24· · · ·"sculpture" as elaborated by the High Court and the
25· · · ·Court of Appeal.
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Page 53
·1· ·Q.· Let me refer to you paragraph 32 of your report.
·2· ·A.· Yes, sure.
·3· ·Q.· I don't want to read the whole thing, by any means; it's
·4· · · ·in your report.· But you say there, in the third
·5· · · ·paragraph, consequently the duration of copyright in
·6· · · ·these Stormtrooper toys at issue in Lucasfilm, in the
·7· · · ·designs of those toys --
·8· ·MS. HICKS:· Are you looking at paragraph 32?
·9· ·MR. MOSKIN:· Yes.
10· ·MS. HICKS:· There's only two paragraphs in paragraph 32.
11· ·MR. MOSKIN:· Excuse me?
12· ·MS. HICKS:· Did you say the third paragraph?
13· ·MR. MOSKIN:· Third sentence:
14· · · · · ·"Consequently, the duration of its copyright in the
15· · · ·designs on which the toys were based was effectively
16· · · ·limited under section 52 of the CDPA to 15 years unless
17· · · ·the toys were themselves regarded as 'sculptures'..."
18· ·Q.· Do you see that?
19· ·A.· Yeah, I see that.
20· ·Q.· Okay.· And is that an accurate statement summarizing
21· · · ·parts of -- or at least part of the decision in
22· · · ·Lucasfilm?
23· ·A.· This is -- this is referring to -- I mean, it's an
24· · · ·actual statement; it's referring to a provision of
25· · · ·section 52 of the CDPA and its transitional state.· What
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·1· · · ·section 52 does is says that where an artistic work is
·2· · · ·applied industrially, a defense applies that allows
·3· · · ·third parties to manufacture articles corresponding to
·4· · · ·the artistic work to which the artistic work is applied.
·5· · · ·After -- in the 1988 Act it's 25 years, but in the
·6· · · ·transitional provisions, where works were created before
·7· · · ·1989, it's 15 years -- and the Lucasfilm case concerned
·8· · · ·a work created under the 1956 Act.
·9· · · · · ·There is an exception in section -- or there is an
10· · · ·exception to that limitation -- what is effectively
11· · · ·a limitation on term protection, which is made by
12· · · ·statutory instrument called the Industrial Processes and
13· · · ·Excluded Articles Order, Industrial Processes and
14· · · ·Excluded Articles Order 1989, that says that that
15· · · ·limitation does not apply to certain materials, and one
16· · · ·of those sets of materials is sculptures.· So there's
17· · · ·a reference to sculpture again in that Industrial
18· · · ·Processes and Excluded Articles Order.
19· · · · · ·I haven't got it with me, but it elaborates a little
20· · · ·bit.
21· ·Q.· Now, that's fine, but more specifically, my question is
22· · · ·that the effect of the Lucasfilm holding was that the
23· · · ·term of copyright in the toys there at issue was limited
24· · · ·to 15 years.
25· ·A.· So -- so the issue of sculpture arose in the Lucasfilm
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·1· · · ·case in a number of different ways, one of which was, at
·2· · · ·the first instance and in the Court of Appeal, was
·3· · · ·referred to as this limited term aspect, the section 52
·4· · · ·aspect.
·5· · · · · ·Another was the effect of section 51, which I can
·6· · · ·explain to you if you'd like.
·7· ·Q.· Mm-hmm?
·8· ·A.· Section 51 relates to design documents, and says that it
·9· · · ·is not an infringement of copyright in a design document
10· · · ·to make an article to that design, but this only applies
11· · · ·where the design document is a design for something
12· · · ·other than an artistic work.· So if I do a sketch from
13· · · ·which somebody makes a -- so if I do a sketch of your
14· · · ·head, from which somebody makes a sculpture, that is
15· · · ·a design document for artistic work in the sculpture;
16· · · ·whereas if I do is sketch of an exhaust pipe of
17· · · ·a motor-vehicle, that's a design document for something
18· · · ·other than an artistic work.· So the question of whether
19· · · ·the article is an artistic work becomes relevant in
20· · · ·assessing the application on that defense.
21· ·Q.· Mm-hmm?
22· ·A.· And so that was also one of the ways in which it
23· · · ·mattered whether the Stormtrooper helmets were -- were
24· · · ·artistic works or not in the Lucasfilm case.
25· ·Q.· Right.· But coming back to my question, in the --
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·1· ·A.· Sorry.
·2· ·Q.· -- as you describe in paragraph 32, the question seems
·3· · · ·to have been whether -- one of the duration of copyright
·4· · · ·in the designs, not the original subsistence of
·5· · · ·copyright in the designs.
·6· ·A.· That's right, though -- so the -- in the case -- the
·7· · · ·issue arose whether they were sculptures for the
·8· · · ·purposes of either the section 51 or the section 52
·9· · · ·exception, and then also for whether they were protected
10· · · ·in themselves, so for subsistence, and as this is --
11· · · ·arises at different points in the case.
12· · · · · ·So ultimately, when the Supreme Court was dealing
13· · · ·with the matter, it wasn't differentiating; it was
14· · · ·assuming that what counted as a sculpture would be
15· · · ·relevant in the same way for all three legal issues:
16· · · ·Subsistence, section 52, section 51.
17· ·Q.· And would you agree that section 51 of the CDPA also
18· · · ·simply limits the remedies to a claim copyright owner,
19· · · ·the ability of a copyright owner in a design document to
20· · · ·sue for infringement?
21· ·A.· It creates the defense or exception.· That's different
22· · · ·from limiting the remedies.
23· ·Q.· Okay.· Well, why don't you explain what that means?
24· ·A.· So to have a defense or an exception means that if
25· · · ·a defendant pleads that defense, they will have held
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·1· · · ·not -- not to be liable.· In contrast, you might have
·2· · · ·a provision on -- relating to remedies that might limit
·3· · · ·the claims of remedies that would follow from liability.
·4· · · ·This is not relating to remedies; it means that you are
·5· · · ·not liable in the first place.
·6· ·Q.· But it doesn't -- the defense under section 51 is not --
·7· · · ·is that there's no infringement, as distinct from
·8· · · ·that there's no copyright?
·9· ·A.· That's absolutely right.
10· · · · · ·And the same for section 52.
11· ·Q.· But at 52, the difference is it simply limits the term
12· · · ·of copyright?
13· ·A.· Section 52's purpose, essentially, is to limit the term,
14· · · ·but its form is in the form of a defense.· It's not an
15· · · ·infringement to make articles carrying the relevant
16· · · ·artistic work.
17· · · · · ·I don't have the text of it here, but ...
18· ·Q.· Okay.· And your report doesn't cite the text or content
19· · · ·of sections 51 or 52; is that right?
20· ·A.· I'm fairly certain that that's right.
21· · · · · ·Yeah, I don't deal, as I've said, with infringement
22· · · ·issues.
23· ·Q.· In paragraph 16 of your report, you state that a court
24· · · ·"must conduct an analysis of each and every piece of
25· · · ·subject matter in which ... Plaintiff claims protection

Page 58
·1· · · ·to determine whether each ... is protected under UK
·2· · · ·law"; is that right?
·3· ·A.· Yeah.
·4· ·Q.· How many items -- how many Games Workshop figurines did
·5· · · ·you analyze to assess that they had the quality
·6· · · ·necessary to make them sculptures or not under UK law?
·7· ·A.· As I've mentioned, I haven't -- I haven't conducted
·8· · · ·a specific analysis of any particular sculpture in order
·9· · · ·to draw that conclusion.· And the reason is that to draw
10· · · ·that conclusion, you need to have a lot of information
11· · · ·that I don't have.
12· ·Q.· What information would you need?
13· ·A.· Well, in the Lucasfilm case -- this is at
14· · · ·paragraph 31 -- Mr. Justice Mann set out nine different
15· · · ·considerations bearing on whether something would be
16· · · ·regarded as a sculpture.· And some of those, I think,
17· · · ·would apply to particular situations.
18· · · · · ·"Some regard has to be had to the normal use of the
19· · · ·word...
20· · · · · ·It is inappropriate to stray too far from what would
21· · · ·be normally regarded a sculpture.
22· · · · · ·No judgment is to be made about artistic worth.
23· · · · · ·Not every three dimensional representation of a
24· · · ·concept can be regarded as a sculpture."
25· · · · · ·But then there are other things on which information
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·1· · · ·would be required.
·2· · · · · ·"It is of the essence of" -- this is 6 of --
·3· · · ·paragraph 6 of his factors:
·4· · · · · ·"It is of the essence of ... sculpture that it
·5· · · ·should have, as part of its purpose, a visual appeal in
·6· · · ·the sense that it might be enjoyed for that purpose
·7· · · ·alone, whether or not it might have another purpose..."
·8· ·Q.· Okay.
·9· ·A.· So one would need to know what the artists or the people
10· · · ·who create the figurines create them for, and how they
11· · · ·are used:· Information that I don't have.
12· · · · · ·Paragraph 9 talks about the process of fabrication
13· · · ·being relevant.
14· ·Q.· Paragraph 9, I'm sorry, of your --
15· ·A.· No, paragraph 9 of Mr. Justice Mann's statement of the
16· · · ·factors.· Talks about the process of fabrication being
17· · · ·relevant but not determinative.· I have not been given
18· · · ·any information as to the process of fabrication -- and
19· · · ·so on.
20· ·Q.· Just also to be clear, I think you -- this is perhaps
21· · · ·just a quote, but part of the quote appearing on page 13
22· · · ·in paragraph 31, this list, this is for general
23· · · ·guidance; it's not an exhaustive list, and the facts of
24· · · ·the case may require other factors to be considered.
25· ·A.· Yeah.
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·1· ·Q.· Now, you say at paragraph 16(f) of your report -- I'm
·2· · · ·not sure; I think it's on page 7 -- that even if the
·3· · · ·works -- and you're referring to specifically the
·4· · · ·figurines or miniatures, as distinct from the literary
·5· · · ·works and the graphic works -- that even if those works
·6· · · ·are intended to have visual appeal, they are intended
·7· · · ·primarily as pieces in games.
·8· · · · · ·What's your understanding or the basis for your
·9· · · ·understanding that they're primarily intended as pieces
10· · · ·in a game?
11· ·A.· That's a good question.· It is almost certainly an
12· · · ·understanding that I garnered from reading the
13· · · ·depositions, but I can't attribute any single source for
14· · · ·that assumption.· And you referred to them earlier on as
15· · · ·table-top -- did I know anything about table-top games,
16· · · ·and it's quite conceivable that the language of games is
17· · · ·the language in which -- it's called Games Workshop.
18· · · ·You know, I don't know -- so --
19· ·Q.· Okay.
20· ·A.· So ...
21· ·Q.· So you don't know to what extent these figurines are
22· · · ·made by Games Workshop simply for collectors, rather
23· · · ·than as pieces in games?
24· ·A.· No, I've not been presented with any evidence as to --
25· · · ·as to that question about whether they are -- yeah, I've
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·1· · · ·not been presented with any evidence on that.· That's an
·2· · · ·assumption that I'm making there, that they are intended
·3· · · ·primarily as pieces in games.
·4· ·Q.· And would you agree that if in fact it's true that the
·5· · · ·game pieces are primarily made for and sold to
·6· · · ·collectors to use them simply as -- for purposes of
·7· · · ·painting and collecting and displaying as opposed to
·8· · · ·playing in a game, that that factor would favor
·9· · · ·a finding that they're sculptures?
10· ·A.· I think if -- if they are created for collection and
11· · · ·consumed by collectors, that is certainly a factor that
12· · · ·is relevant under Mann's list, insofar as it indicates
13· · · ·that things are created for their visual appeal and are
14· · · ·consumed for that visual appeal.
15· · · · · ·There are other factors that would -- would point
16· · · ·the other way, so I wouldn't say that it swings it
17· · · ·heavily one way or the other.· But, say, the Star Wars
18· · · ·game -- Star Wars pieces, I have had personal knowledge
19· · · ·of people who've collected the Star Wars toys, and -- so
20· · · ·-- that the Star Wars toys were treated as not being
21· · · ·sculptures.
22· ·Q.· My question was more specific, whether the games were
23· · · ·created, or rather -- strike that.
24· · · · · ·My question was more specific, as to whether -- if
25· · · ·it's true that the figurines are created with the
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·1· · · ·understanding that they are used primarily for
·2· · · ·collection, painting, decoration and display, whether
·3· · · ·that would be a factor favoring a finding that they are
·4· · · ·sculptures.
·5· ·A.· I think it would be a factor, yes.
·6· ·Q.· Okay.· What are the factors you're aware of that you
·7· · · ·think counsel against finding that they're sculptures?
·8· ·A.· Well, firstly, the courts have given two big steers in
·9· · · ·this respect:· The Court of Appeal, when considering the
10· · · ·case, the Lucasfilm case, said -- this is quoted at
11· · · ·paragraph 35 of my report:
12· · · · · ·"... in most modern cases toy soldiers, whether real
13· · · ·or fictional, will not be works of art... "
14· · · · · ·And secondly, the Supreme Court gave the steer that
15· · · ·one should not -- one should not stretch the notion of
16· · · ·sculptures much beyond its ordinary -- or anywhere
17· · · ·beyond its ordinary understanding.
18· · · · · ·So I think the judicial steers are that these things
19· · · ·would be unlikely to be concluded.· But you would still
20· · · ·need to apply this multifactor -- these multifactor
21· · · ·guidelines to determine it.
22· · · · · ·I don't know about what the processes of fabrication
23· · · ·are, but I do note that -- from the deposition evidence,
24· · · ·that Games Workshop is a big enterprise, and these are
25· · · ·mass produced.· But I would have thought that the sorts
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·1· · · ·of production processes would be something that you
·2· · · ·would want to look -- a court would want to look closely
·3· · · ·at.
·4· · · · · ·And then the extent to which they are used as games,
·5· · · ·as having functional characteristics relevant to those
·6· · · ·games.
·7· · · · · ·And then, you know, if you step back, I suppose, the
·8· · · ·question is:· Would somebody ordinarily understand these
·9· · · ·figurines to be sculptures?· Now, we all know the easy
10· · · ·cases of what is a sculpture; you know, a head of
11· · · ·somebody in a museum, or created out of clay, maybe cast
12· · · ·in bronze, by somebody who regards themselves as an
13· · · ·artist, signs the work, et cetera.
14· · · · · ·These seem quite a long way from that, but -- you
15· · · ·know, as I tried to emphasize, this is a -- something
16· · · ·that I'd want a close analysis of the facts to
17· · · ·determine.
18· ·Q.· Okay.· Just to be sure, there are other factors that you
19· · · ·think, based on your knowledge of the case, that weigh
20· · · ·against a finding that the figurines are sculptures?
21· ·A.· My working understanding that they were primarily used
22· · · ·in games, is -- and would fall within the generic
23· · · ·category of toys, works strongly, I think, against
24· · · ·finding that they are sculptures.· And my --
25· ·Q.· But that's a factor that I think you agreed might need
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·1· · · ·to be revised if the facts show that they in fact are
·2· · · ·primarily used by collectors, to paint them and display
·3· · · ·them?
·4· ·A.· Yeah.· I think one characteristic of my report is that I
·5· · · ·am reluctant, without more factual evidence, to draw
·6· · · ·anything like a concrete conclusion.· But I think, on
·7· · · ·the sculpture issue, things are stacked against Games
·8· · · ·Workshop.· But -- but let's see what the evidence is.
·9· ·Q.· Stacked against Games Workshop why?
10· ·A.· Well, because, as I said, the steers that have been
11· · · ·given in that Court of Appeal decision.
12· ·Q.· The two steers --
13· ·A.· Yeah, the two -- yeah, I'm going back to the two steers.
14· · · ·So the two steers are -- you know, whatever may have
15· · · ·happened in 1902 in Britain v Hanks, these sorts of
16· · · ·things are probably not sculptures.· So Stormtrooper
17· · · ·toys, not sculptures, and they talk about toy soldiers
18· · · ·more generally, so ...
19· ·Q.· Would you also agree that the -- the fact that -- strike
20· · · ·that.
21· · · · · ·Would you also agree that to the extent Games
22· · · ·Workshop actually credits individual sculptures in
23· · · ·connection with the sale of these figurines is in favor
24· · · ·of finding that they are sculptural works?
25· ·A.· I think that's a relevant factor.
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·1· ·Q.· And would you agree that the level of artistic detail in
·2· · · ·the sculpting of the figurines is a fact for that would
·3· · · ·favor a finding that they are sculptures rather than --
·4· · · ·not -- than otherwise?
·5· ·A.· The level of artistic detail.· Hmm.· The level of
·6· · · ·detail, certainly, I think might be a factor.· If you
·7· · · ·tried to draw a distinction between Star Wars and
·8· · · ·Britain v Hanks, the case about the mounted yeoman toy
·9· · · ·solders from the early 20th century, it might be that
10· · · ·the level of detail is one distinguishing factor between
11· · · ·those cases.
12· · · · · ·But again, you would want to see the mounted yeoman
13· · · ·from Britain v Hanks, and the -- you'd want to see the
14· · · ·Lucasfilms toy -- Lucasfilm toys, before you started
15· · · ·drawing that conclusion.
16· ·Q.· Mm-hmm.
17· ·A.· I mean, I took out "artistic" from your question; you
18· · · ·said level of artistic detail.· I think I qualified it
19· · · ·to be level of detail.· And I did that specifically,
20· · · ·I think, because clearly this question of things being
21· · · ·intended to create -- intended to be works of art and
22· · · ·enjoyed for their visual appeal is one of the factors.
23· · · ·But it seemed to me that you were -- this is something
24· · · ·that you wanted, really, me to focus on the detail.
25· ·Q.· Are there cases you are aware of, other than Lucasfilm
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·1· · · ·and Britain v Hanks, that particularly bear on this
·2· · · ·question?
·3· ·A.· No, not -- not that particularly bear on this question.
·4· · · ·I think Lucasfilm is -- being a Supreme Court decision,
·5· · · ·and being so from -- being so recent, it's the governing
·6· · · ·authority, bar none.· Britain v Hanks is relevant only,
·7· · · ·I think, because they didn't say it was wrong.· They
·8· · · ·tried to differentiate between Britain v Hanks.
·9· · · · · ·But I think all the guidance now -- you know, there
10· · · ·were cases on whether a sandwich toaster was a sculpture
11· · · ·and whether a Frisbee -- all those authorities now are
12· · · ·just irrelevant, and I'd say they're just wrong, after
13· · · ·Lucasfilm.· So Lucasfilm is really where you want to
14· · · ·look to answer this question.· I don't think anybody
15· · · ·would disagree there.
16· ·Q.· Okay.
17· · · · · ·You offer no opinion whether the sort of painted
18· · · ·miniatures that you saw on the Games Workshop website,
19· · · ·the photographs of painted miniatures, whether those are
20· · · ·protectable with copyright, have you?
21· ·A.· No, I've offered no specific opinion in relation to any
22· · · ·specific figurine.· And the reason is that I would like
23· · · ·more facts of the kind we've been talking about before
24· · · ·I try to apply it.
25· · · · · ·But as I said, it might -- the steer given by the
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·1· · · ·court is -- is against, and it's only with those facts
·2· · · ·that you might be able to conclude that these are
·3· · · ·sculptures.
·4· ·Q.· My question was whether -- more specific; maybe I'll try
·5· · · ·to clarify -- that you've offered no opinion of whether
·6· · · ·the photographs of painted figurines, as you saw on the
·7· · · ·Games Workshop website, are or are not protected by
·8· · · ·copyright?
·9· ·A.· I've offered no opinion on that.
10· ·Q.· And I take it you have no knowledge of the extent to
11· · · ·which the defendant Chapterhouse is accused of copying
12· · · ·specific figurines, as distinct from graphic works such
13· · · ·as photographs on the website, or drawings and paintings
14· · · ·in the books, and so forth?
15· ·A.· I have no knowledge of that, no.· And as I indicated,
16· · · ·I have not been presented with what the defendants are
17· · · ·alleged to have done, really, at all, apart from in very
18· · · ·general terms.
19· ·Q.· I'd like to ask you some questions about another case
20· · · ·you discuss, beyond Britain v Hanks and Lucasfilm,
21· · · ·namely Flos v Semararo.· And I think as you -- you can
22· · · ·correct me if I am wrong, but I think as you explain in
23· · · ·your report, starting at paragraph 40, that in Flos v
24· · · ·Semararo, a table lamp was deemed protectable as
25· · · ·a sculptural work because it had sufficient intellectual
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·1· · · ·creation.· Is that a fair summary?
·2· ·A.· No, not really.
·3· ·Q.· All right.· Then you can explain it better than I can.
·4· ·A.· So the starting point here is that under the European
·5· · · ·harmonized law, the Information Society Directive, as
·6· · · ·I told you before, the courts have -- the European Court
·7· · · ·of Justice has taken upon itself to refer to certain
·8· · · ·matters relating to subsistence; in particular,
·9· · · ·originality.· But it's also, in a couple of cases,
10· · · ·seemed to say that if something is an intellectual
11· · · ·creation, then it should be protected by copyright in
12· · · ·the law of Member States.
13· ·Q.· Mm-hmm.
14· ·A.· But to be clear, these are only a couple of cases where
15· · · ·the court has not really articulated or elaborated very
16· · · ·much on its reasoning.· But in Flos v Semararo, in one
17· · · ·statement, the Court of Justice indicated that a design
18· · · ·of a table lamp would be required to be protected under
19· · · ·laws of the Member State, if it constituted its author's
20· · · ·own intellectual creation.
21· · · · · ·And it said that was a matter for the Member State
22· · · ·to decide.· It doesn't -- the court didn't say anything
23· · · ·about sculptural -- it being protected as a sculptural
24· · · ·work.· It doesn't -- "sculpture" is a term in UK law,
25· · · ·not in the EC directives.
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·1· ·Q.· Okay.· I will thank you for clarifying.· But what was --
·2· · · ·did the court elaborate there on what about the table
·3· · · ·lamp qualified it as having intellectual creation?
·4· ·A.· No, it didn't say that the table -- Okay.· So what you
·5· · · ·need -- as background for you, questions are referred to
·6· · · ·the European Court of Justice on principles of law.
·7· · · ·They give answers that are usually quite abstract in
·8· · · ·form.· They give answers in terms of principles of law
·9· · · ·that are then applied by Member States' courts to the
10· · · ·particular facts in front of them.
11· · · · · ·So they will say something like -- you know, the
12· · · ·design in this case would be protected under Member
13· · · ·States' law, if, under -- applying the standards of
14· · · ·intellectual creation, it was regarded as an
15· · · ·intellectual creation.
16· ·Q.· Right.
17· ·A.· So it doesn't elaborate at all on whether the thing is
18· · · ·an intellectual creation.
19· ·Q.· Well, did it -- the court elaborate on what, as
20· · · ·a general matter, are the elements constituting
21· · · ·intellectual creation?
22· ·A.· Not in that case.· But in other cases, they have
23· · · ·elaborated on the -- on the notion of intellectual
24· · · ·creation, pretty much on the same terms as originality.
25· · · ·So if something is a product of creative choice that
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·1· · · ·bears the personal stamp of the author, rather than
·2· · · ·the -- being a product of following rules, then it might
·3· · · ·constitute an intellectual creation.
·4· · · · · ·And I set out that sort of reasoning just so that
·5· · · ·you can cross-reference, when I talk about the European
·6· · · ·standard of originality at paragraph 50.
·7· ·Q.· All right.
·8· ·A.· Now, I don't know whether it's -- whether you want me to
·9· · · ·carry on, but I have doubts about the Flos case, in
10· · · ·particular, because one particular provision in the
11· · · ·Information Society Directive -- I think I've put at
12· · · ·paragraph 43 that it's article 10, but I actually think
13· · · ·it might be article 9 -- suggests that matters relating
14· · · ·to design rights are left unharmonized and for Member
15· · · ·States.
16· · · · · ·And a close analysis of the travaux, which I haven't
17· · · ·conducted in this report, suggests that Member States
18· · · ·were intended to be left free to determine issues of
19· · · ·subsistence of copyright from materials that might fall
20· · · ·within the design regime.
21· · · · · ·And for that reason, I am reluctant in this report
22· · · ·to treat Flos as a very strong authority.· But you know,
23· · · ·as I said before, the Court of Justice's interpretations
24· · · ·are not always predictable and don't always correspond
25· · · ·with what was understood during the legislative process,
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·1· · · ·so ...
·2· ·Q.· Now, would you agree or disagree that if a table lamp
·3· · · ·is, in principle, capable of having sufficient
·4· · · ·intellectual creation to be copyrightable, that a -- one
·5· · · ·of Games Workshop's figurines would also have sufficient
·6· · · ·intellectual creation to in principle be copyrightable
·7· · · ·under Flos v Semararo?
·8· ·MS. HICKS:· Objection.· Lacks foundation, mischaracterizes
·9· · · ·the prior testimony.
10· ·A.· Well, yeah.· Firstly, as I've said, I think Flos is
11· · · ·a dubious authority.· But if Flos is followed, then
12· · · ·there would be an obligation on Member States, including
13· · · ·the United Kingdom, to protect intellectual creations by
14· · · ·copyright.
15· · · · · ·Now, the current UK system does not do that
16· · · ·explicitly.· It has, as I've said, this list of things.
17· · · ·So the question about whether the miniatures would be
18· · · ·protectable or protected by copyright -- because
19· · · ·copyright here, there's no registration, so we don't
20· · · ·usually talk about protectable, because they either are
21· · · ·or they aren't -- the question would, in those -- on
22· · · ·those premises, the question would shift.
23· · · · · ·Now, the English court is then faced with two
24· · · ·possibilities.· And the first would be to say, "We have
25· · · ·this list of subject matter, and that means that our law
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·1· · · ·is non-compliant with EU law because intellectual
·2· · · ·creations that are not in that list are not protected;
·3· · · ·but there's nothing we can do, nothing the courts can do
·4· · · ·about that, because parliament has indicated it wanted
·5· · · ·a closed list, and so it would go against the grain of
·6· · · ·that parliamentary intention to construe it as anything
·7· · · ·else."
·8· · · · · ·So one thing the court could do is say, "Sculpture
·9· · · ·is what Lucasfilms said sculpture was, and EU -- British
10· · · ·law is just out of line with EU law and will have to be
11· · · ·amended in due course by the legislature."
12· · · · · ·The second course that the court could take is say,
13· · · ·"These terms in section 4 are sufficiently open-textured
14· · · ·that we could redefine them in a way that ensures that
15· · · ·anything that would be regarded as requiring protection
16· · · ·as an intellectual creation under EU law is to be
17· · · ·protected under UK law."
18· ·BY MR. MOSKIN:
19· ·Q.· And under the second scenario -- given, as you just
20· · · ·noted, that in Lucasfilm, the court did not overrule
21· · · ·Britain v Hanks -- the court could simply say that "To
22· · · ·comply with Flos v Semararo, we recognize that so long
23· · · ·as there is sufficient originality in the creation of
24· · · ·figurines such as those at issue in Britain v Hanks,
25· · · ·that we will continue to extent protection to such
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